^^^^^jj United States Rytent and Trademark Office 



UNl'reD STATES DEPARTMENT OF COMMERCE 
Address: COMMISSIONER OF PATENTS AND TRADEMARKS 



| APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATIONNO~ 

09/465,016 12/16/1999 GIACOMO STEFANO ROBA, MONZA 05788-0111 8368 



22852 7590 05/09/2002 

FINNEGAN, HENDERSON, FARABOW, GARRETT & 
DUNNER LLP 
13001 STREET, NW 
WASHINGTON, DC 20005 



HOFFMANN, JOHN M 



PAPER NUMBER 



DATE MAILED: 05/09/2002 



It 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 
09/465,016 
Examiner 



Applicants) 

ROBAETAL. 



Art Unit 

1731 



| Jo hn Hoffmann 1731 

Period fo'r" RepiT""* " C ° mmun ' cat,on a ^° ars °" < h ° over sheet W ,th the correspondence address ■■ 

T^S 

" ^^^S^rT^^ lnnoeven,.however, m a yar ep, yb e,i m el y n.ed 

- Fa.lure to reply within the set or extended period for reply ^^Zl^^t^T?, S ? (6) M °"™£ fr0m the mailing da,e of ,his communication. 

- Any reply received by the Office later than three months afte 'the ma X 72 of th apP " Ca,IOn tobec ° m e ABANDONED (35 U.S.C. § 133). 
earned patent term adjustment. See 37 CFR 1 704fb\ 9 commumcafon, even if timely filed, may reduce any 

Status 

1)13 Responsive to communication(s) filed on 23 April 2002 
2a)|gl This action is FINAL. 2 b)D This action is non-final 

Disposition of Claims 

4) 13 Claim(s) is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) UH is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 1) D The proposed drawing correction filed on is: a) D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)l3AII b)D Some*c)D None of: 

1.13 Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. 

3-D Copies of the certified copies of the priority documents have been received in this National StaaP 
application from the International Bureau (PCT Rule 17 2(a)) Nat.onal Stage 

See the attached detailed Office action for a list of the certified copies not received 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisiona. application). 
icM-i 3 ! T translat,on of the fore '9 n language provisional application has been received 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) □ Notice of References Cited (PTO-892) ^ n , » • 

2) □ Notice of Draftsperson's Patent Draw ng Review (PTO-948) 5 H LTl (PT °" 41 3) Papef N ° (S) - " 

3) □ information DisCosure Statements) (P ?c >-l449) Paper Z) . J g 0 ^ (™-152) 



Trademark Office 



PTO-326 (Rev. 04-01) Office Action Summary 



Part of Paper No. 12 





Application/Control Number: 09/465,016 
Art Unit: 1731 



Page 2 



DETAILED ACTION 



Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kuisl 4650693. 

Kuisl discloses the invention as claimed, except for the temperature at the outlet. 

Looking to the sole figure: 2 represents the first gaseous or vapor pahse that tis 
provided to the inlet zone of chamber 60 (or alternatively, 41 ). See col. 1 , line 53-55 
which indicates that it is a surrounding structure - i.e. it is a chamber. Even though 
Kuisl indicates that 1 is a reaction chamber, any other chamber in which the reaction 
occurs can be considered a reaction chamber. 3 represents the supplying of water as 
the second gaseous phase to the inlet zone. The reacting occurs as per col. 2, lines 
57-62 and line 42. The directing and depositing can be easily seen from the drawing. 
As to the temperature gradient: Col. 4, lines 46-48 indicate that the gases are only at 
800-1000 C. And lines 52-59 clearly state that 41 is heated to 1200C, thus furnace 
60 is at least 1200. Further, it discloses that the stream 20 is heat higher than 1200. 
But it is not stated that these temperatures are at all locations of 41, 60 and 20. It would 
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have been obvious to heat at least the rightmost ends (if not the entirety) of 41 and 60 
to be at the disclosed temperature, because one would want the whole structure to be 
at the temperatures disclosed, to make sure the invention works. If a reference 
discloses heating something to a particular temperature, one usually expects that the 
entire feature ought to be heated to that temperature - not just one portion of the body. 

It is noted that an "outlet" is generally not structure (it is nothingness)-unless 
there is structure is used to define their boundaries. As to an outlet having a 
temperature, such could be the temperature of the gas flowing through the opening, or 
the structure which defines the boundaries of the opening. In the present case a zone 
(i.e. the left-most quarter of chamber 60, or the left most half of chamber 41 has at least 
one section that is in the 800-1 000C range as discussed above. Thus there is a 
temperature difference from at least 1000 to 1200 C. 

Also see the RESPONSE TO ARGUMENTS section below, for how the claim 
limitations are met. 

Claim 2 is clearly met. 

Claim 3, the disclosed temperature ranges clearly represents a difference in 
temperature of 300 C. One of ordinary skill at once envisions such a difference. 
Claim 4 : see col. 4, lines 44-50. 

Claim 5: The predetermined temperatures of the chamber (be it 41 or 60) are 
such that the reaction is not complete prior to the mixing of the gases. Although another 
reasonable interpretation of the claim is that it requires the reaction to be incomplete if 



Application/Control Number: 09/465,016 Page 4 

Art Unit: 1731 

the gases were fully mixed and if the gases were heated to that temperature. But such 
would not be the broadest reasonable interpretation of the claim. 

Claim 6: Since the gases are heated to 800-1000, they have to be cooler than 
that to begin with. It would have been obvious to have the gases at room temperature 
because that is the cheapest way to store/supply the gases. It is deemed that any local 
interior portion of the chamber is part of the chamber, thus since the gases are at room 
temperature, at least that local portion of the chamber is at room temperature - or 
maybe slightly elevated. Such a temperature would be predetermined by its original 
temperature, any heat added or withdrawn therefrom, any adiabatic cooling it has 
undergone, etc. 

Claim 7: It would have been obvious that the gas would be heated "from about 
600 C to about 750 C as it is heated from room temperature to a temperature within the 
800-1000 C range. 

Claim 8, refers to "the" stream that goes "through" the chamber and "the inlet". 
But there is no prior mention of the stream that goes through the chamber or the inlet. It 
is deemed that the broadest reasonable interpretation of the claim is: "if there is a 
stream being direct through the reaction chamber, then it increases from 700 C at an 

inlet to about 1200 " Since Kuisl does not have an aerosol stream that goes through 

the chamber, it need not have the temperature change. The Office cannot interpret the 
claim as having this extra stream - unless the claim specifically requires it. 

Claim 9: First it is noted that there is no explicit antecedent basis for "the target 
preform". This is interpreted as "preform". Col. 2, lines 47-52 if Kuisl discloses heating 
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the preform to draw it. It would have been obvious to maintain the end of the preform at 
a temperature above 700C so that one can draw a fiber - because a temperature higher 
than 700 is inherently required to soften the Kuisl glass to be able to draw it. IT would 
have been an obvious matter of routine experimentation to determine the optimal 
temperature and then keep it at that temperature so that other parameters don't have to 
vary with varying temperature. 

Claims 10-11, Col. 4, lines 23-43 discuss thermophoresis. It would have been 
obvious to have the target and the preform thereon at a temperature that supports the 
motion of the gases/soot. Whereas the particles avoid the higher temperature gas, one 
would have the preform/target at a lower temperature which would attract the particles. 
Such is a well known technique. It would have been obvious to one of ordinary skill to 
perform routine experimentation to determine the optimal temperature. 

Claim 12, see col. 1, lines 45-47. If the cross section is rectangular, the walls 
converge at a 90 degree angle towards each other. 

Claim 13: the reaction occurs in the substantial absence of the unreactive carrier 
gas 20. 

Claim 14, it would have been obvious to store the starting materials in liquid form 
at room temperature, because the Kuisl materials a readily in the liquid phase at room 
temperature and because it is much easier to store liquids than gases. It would have 
been further obvious to heat them when the vapor form is desired, because heating will 
cause more evaporation (i.e. conversion from liquid to gas). It would have been further 
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obvious to have them at a pressure near 1 atmosphere, because this is the cheapest 
pressure to store liquids at. 



Response to Arguments 

Applicant's arguments filed 23 April 2002 have been fully considered but they are 
not persuasive. 

Applicant disagrees with the Office's interpretation of "reaction chamber" (i.e. a 
chamber in which a reaction can (or does) occur). The relevance of the two "reasons" 
(for why the definition is disagreed with) is not understood. Since the claims do not 
require a reaction to occur in all section of the reaction chamber, the Office does not 
have to demonstrate reactions in any left-most portion of 60 or 41 . The fact that Kuisl 
defines chamber 1 as being a "reaction chamber" does not preclude another chamber 
from also being a reaction chamber. The present claims are comprising in nature and 
thus are open to having additional reaction chambers. 

It is furher argued that Kuisl only discloses that aerosol stream 20 may be further 
heated by heating elements 66 in pipe 41 . (col. 4, lines 56-59). This is incorrect - 
stream 20 is an "aerosol-free stream" (col. 4, line 56). It's purpose is clearly to keep 
the aerosol from expanding radially outward. 

It is further argued that Kuisl fails to disclose heating higher than 1200 C. Col. 4, 
lines 53 reads, heating "21, 31, 41 and/or. ..gas stream 20. ..to 1200C. If desired, the 
aerosol-free stream 20 may be further heated... to enhance the themophoresis effect" A 
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fair reading of this passage is that stream 20 should be heated to a temperature higher 
than 1200 so as to enhance the thermophoresis effect. Thus Applicant's final 
conclusion thaththe temperature at the outlet can only be the same or lower is not 
persuasive, and the Office's conclusion that it would have been obvious to have the 
outlet have a higher temperature, is valid. Although it might as well be that a portion of 
the gas that exits the outlet is at or less than 1200 C, the claims are comprising in 
nature and is open to having some portions of the outlet being below 1200 - as long as 
there is one gradient as claimed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Hoffmann whose telephone number is 703-308- 
0469. The examiner can normally be reached on Monday, Tuesday, Wednesday, 
Thursday, Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stan Silverman can be reached on 703-308-3837. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-71 15 
for regular communications and 703-305-3599 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephony number is 703-308- 
0651. 




f John Hoffmann 
Primary Examiner 
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